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DETAILED ACTION 
Double Patenting 

1. Applicant is advised that should claim 13 be found allowable, claim 18 will be objected 
to under 37 CFR 1.75 as being a substantial duplicate thereof. When two claims in an 
application are duplicates or else are so close in content that they both cover the same thing, 
despite a slight difference in wording, it is proper after allowing one claim to object to the other 
as being a substantial duplicate of the allowed claim. See MPEP § 706.03(k). 

Claim Rejections - 35 USC §103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

4. Claims 1-3, 5-7, 12-15, 17 and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Applicant’s admitted prior art in view of Kamata et al (JP 3-144924 A). 
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Applicant’s admitted prior art (see pages 1-2 of the instant specification) teaches all 
limitations recited in claim 1, except for a weight part balanced with a weight of the actuator, and 
an adhesive agent provided between the weight part and the movable lens holder so as to bond 
the weight part to the lens holder in such manner that the adhesive agent and the weight part 
vibrate together to minimize vibration of said lens holder. 

As recited in claim 1, Kamata et al show a weight part (4-1) balanced (“to take the weight 
balance in the case of tracking control”) with a weight of an actuator (“driving device”), and an 
adhesive agent 7 provided between the weight part and the movable lens holder 3 so as to bond 
the weight part to the lens holder in such manner that the adhesive agent and the weight part 
vibrate together to minimize vibration of said lens holder (“relieve or eliminate high-order 
resonance by fitting a damping member to an objective lens holder via an adhesive member 
having viscosity”). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to add the weight part and adhesive to the lens holder as taught by Kamata et al. The 
rationale is as follows: one of ordinary skill in the art would have been motivated to add the 
weight part and adhesive in order to ensure reliable data reproduction by taking the weight 
balance in the case of tracking control and focusing control, and by relieving or eliminating high- 
order resonance as taught by Kamata et al. 

All limitations recited in claims 2-3 are either taught by or inherent to Applicant’s 


admitted prior art. 
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As recited in claim 5, Kamata et al show that the weight part is formed of a rigid body 
(without rigidity, said weight part would not remain “folded in an L shape”; thus, said weight 
part is clearly a rigid body). 

Kamata et al are silent regarding the claimed location of the weight part; however, it is 
well established that a change in location of parts does not result in patentability absent 
unexpected results due to a change in functioning of the apparatus resulting from the change in 
location. In reJapikse . 181 F.2d 1019. 86 USPO 70 (CCPA 1950V 

As recited in claim 6, Kamata et al show an actuator (“driving device”), a lens 2, a 
concave part (see Fig. 2) wherein said weight part 4-1 is fitted into said concave part. 

Kamata et al are silent regarding the claimed relative locations of parts as recited in claim 
6; however, it is well established that a change in location of parts does not result in patentability 
absent unexpected results due to a change in functioning of the apparatus resulting from the 
change in location. In reJapikse , 181 F.2d 1019. 86 USPO 70 (CCPA 1950V 

Kamata et al are silent regarding the claimed rectangular shape as recited in claim 7; 
however, it is well established that a change in shape does not result in patentability absent 
unexpected results due to a change in functioning of the apparatus resulting from the change in 
shape. In re Dailev. 357 F.2d 669. 149 USPO 47 fCCPA 1966V 

Applicant’s admitted prior art shows a lens holder being elastically supported. 

As recited in claim 12, Kamata et al show a lens 2 for projecting a light onto a recording 
medium, a movable lens holder 3 (inherently) supported by a frame and holding said lens 2; a 
weight part 4-1 fixed to said lens holder, and an adhesive agent 7 provided between the weight 
part and the lens holder so as to bond said weight part to said lens holder and having 
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viscoelasticity (“adhesive member having viscosity”) such that said weight part serves as a 
dynamic vibration absorber (“relieve or eliminate high-order resonance by fitting a damping 
member”). 

See rationale and motivations for combining teachings above for claim 1. 

As recited in claim 13, Kamata et al show an actuator (“driving device”) mounted in and 
driving said lens holder, wherein said weight part “balancer 4-1” is balanced with a weight of 
said actuator “to take the weight balance”. 

Regarding claims 14-15: See above for claims 2-3. 

Regarding claim 17: See above for claim 5. 

Regarding claim 18: See above for claims 12-13. 

As recited in claim 20, in addition to the above teachings, Kamata et al show that the 
weight part is formed of a material having stiffness higher than that of the lens holder (insofar as 
the lens holder comprises viscoelastic adhesive 7, which is less stiff than rigid balancing weight 
4-1). 

5. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Applicant’s 
admitted prior art in view of Kamata et al (JP 3-144924 A) as described above, and further in 
view of Ezawa et al (US Pat. No. 5663843). 

As recited in claim 19, Kamata et al are silent regarding whether said weight part is 
formed of a material having a specific gravity higher than that of said lens holder. 

As recited in claim 19, Ezawa et al teach that a weight part having a specific gravity the 
same as a lens holder “is light, so that it could not serve as the damper effectively” (see col. 2, 
lines 59-64). 
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It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to use a material having a specific gravity higher than that of said lens holder for the 
weight as taught by Ezawa et al. The rationale is as follows: one of ordinary skill in the art would 
have been motivated to provide sufficient weight for the weight part to serve effectively as the 
damper as taught by Ezawa et al. 

6. Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over Applicant’s 
admitted prior art in view of Kamata et al (JP 3-144924 A) as described above, and further in 
view of Nagata (JP 2000348358 A). 

As recited in claim 21, in addition to the above teachings, Kamata et al are silent 
regarding the weight part being formed of a metal material. 

As recited in claim 21, Nagata shows a weight part being formed of a metal material 
(solder). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to use solder as the weight part as taught by Nagata. The rationale is as follows: one of 
ordinary skill in the art would have been motivated to ensure quick solidification of the weight 
part as taught by Nagata. 

7. Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over Applicant’s 
admitted prior art in view of Kamata et al (JP 3-144924 A) as described above, and further in 
view of Ujiie et al (US Pat. No. 5781352). 

As recited in claim 22, in addition to the above teachings, Kamata et al are silent 
regarding the weight part being formed of resin material. 



Application/Control Number: 09/994,932 
Art Unit: 2653 


Page 7 


As recited in claim 22, Ujiie et al teach the use of adhesive agent as a weight adjusting 
material, so as to allow the weight of the balancer to be increased (see col. 5, lines 6-16). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to use a resin as the weight balancing member as taught by Ujiie et al. The rationale is 
as follows: one of ordinary skill in the art would have been motivated to use resin in order to 
increase a balancer weight without causing a loss in weight when solidified as taught by Ujiie et 
al (see col. 5, lines 6-16). 

Allowable Subject Matter 

8. Claims 4 and 16 are objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base claim 
and any intervening claims. 

9. The following is a statement of reasons for the indication of allowable subject matter: A 
person of ordinary skill in the art would not have been motivated to arrive at the recited 
arrangement of all parts in claims 4 and 16, absent impermissible hindsight reasoning. 

Response to Arguments 

10. Applicant's arguments with respect to claims 1-7, 12-18 and 21-22 have been considered. 
Although the arguments are not persuasive (the adhesive of JP 2-135918 is placed between the 
weight 4 and lens holder 2 insofar as it fills space 2d and covers space 2a, as stated in the second 
to last paragraph on the 4 th page of the translation, “adhesives are dented through passage or slot 
2c and slot 2e in 2d of the slots of bore 2b and a radial, and spread on the base of 2a”), they are 
moot in view of the new ground(s) of rejection. 
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Conclusion 

11. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Ogawa et al (US Pat. No. 6052357) show dynamic vibration absorbers 120 and 121 
(see especially Fig. 12). 

12. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Julie Anne Watko whose telephone number is (571) 272-7597. 
The examiner can normally be reached on T1 lA-5PW3P-9PThl l:30A-10PF10A-8:30PSatNoon- 
8:30P. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s 
supervisor, William R. Korzuch can be reached on (571) 272-7589. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 


February#, 2006 
JAW 


Julie Anne Watko 
Primary Examiner 
Art Unit 2653 



